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DETAILED ACTION 

Status of the Claims 

1 . This action is in response to an amendment filed on 4/2/09. Claims 1-7, 28-34 
and 55-60 are pending. Claims 8-27 and 35-54 are cancelled. 

2. The application was filed on 8/20/03 with provisional dated 8/20/02. 

Response to Arguments 

3. Applicant's arguments have been fully considered but they are not persuasive. 
The applicant argues that the amendment to claims 1 and 55 overcome the 101 

rejection. The amendment to claim 55 is sufficient, but not the amendment to claim 1 . 
The phrase "with" a computer covers activities alongside a computer, and not just 
activities performed by the computer. 

The applicant argues the 112 first rejection, saying that claim 55 is enabled. The 
examiner respectfully disagrees. The claim now recites four portfolios. In the first 
obtaining step, the riskiness characteristic is based on a desired investment portfolio. 
Then there is the second predetermined portfolio with a predetermined riskiness 
characteristic. The method determines how much of the second portfolio would need to 
be bought on margin so that a third resulting portfolio matches the riskiness 
characteristic. The surprise in the fourth step is that after determining an amount of the 
second portfolio to be purchased, it is not the second portfolio that is purchased, but 
rather a fourth "desired portfolio." The method is not enabled because after determining 
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an amount of the predetermined portfolio to buy to achieve the purpose, then something 
else is purchased. It's now unclear whether this fourth "desired" portfolio is related to the 
first "desired investment" portfolio. Either way, the specification does not enable 
determining an amount of a second portfolio, then using that amount to buy a different 
fourth portfolio, as a method to result in a targeted riskiness characteristic. 

The applicant argues the 112 second rejection. On page 21, the applicant says 
that instead of using the investor's $100 cash to purchase two assets in a 50-50 
allocation, an extra $10 was borrowed, but the assets were still purchased in a 50/50 
allocation. This implies that the claim language "without modifying an allocation" refers 
to the allocation from the desired portfolio with no margin compared to the allocation 
after margin. However, a person of ordinary skill in the art interpreting a purchase made 
without modifying an allocation, is more likely to interpret that as referring to the 
allocation of the user's holdings prior to the purchase compared to the allocation of the 
user's holdings after the purchase. The claim language "without modifying" is not clear 
as to what is not modified. 

The applicant argues that Sanders, Rebane, Rangen, Peters and Nolan fail to set 
forth how to determine how much (an amount) of an investment portfolio to purchase on 
margin to increase the riskiness characteristic to match the user's specified riskiness 
characteristic. The claim recites determining the amount, and does not specify an 
algorithm explaining how to determine the amount. The claim does not recite how to 
make the determination, thus the language argued is not in the claims. Sanders teaches 
in paragraph 16 determining an amount. 
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Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-7 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The Bilski decision establishes the following test for claimed processes under 35 

USC 101 . The process passes if : 

"(1) it is tied to a particular machine or apparatus, or (2) it 
transforms a particular article into a different state or thing. 
See Benson , 409 U.S. at 70 (Transformation and reduction 
of an article 'to a different state or thing' is the clue to the 
patentability of a process claim that does not include 
particular machines.'); Diehr . 450 U.S. at 192 (holding that 
use of mathematical formula in process 'transforming or 
reducing an article to a different state or thing' constitutes 
patent-eligible subject matter); see also Rook, 437 U.S. at 
589 n.9 ('An argument can be made [that the Supreme] 
Court has only recognized a process as within the statutory 
definition when it either was tied to a particular apparatus or 
operated to change materials to a 'different state or thing' '); 
Cochrane v. Deener , 94 U.S. 780, 788 (1876) ('A process 
is... an act, or a series of acts, performed upon the subject- 
matter to be transformed and reduced to a different state or 
thing.'). 7 A claimed process involving a fundamental 
principle that uses a particular machine or apparatus would 
not pre-empt uses of the principle that do not also use the 
specified machine or apparatus in the manner claimed. And 
a claimed process that transforms a particular article to a 
specified different state or thing by applying a fundamental 
principle would not pre-empt the use of the principle to 
transform any other article, to transform the same article but 
in a manner not covered by the claim, or to do anything other 
than transform the specified article." (In re Bilski, 88 
USPQ2d 1385, 1391 (Fed. Cir. 2008)) 
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Bilski further says that the particular machine or apparatus or transformation 
must be central to the purpose of the claimed process, and not mere extra-solution 
activity such as gathering data or recording results. Reciting data "on a computer" is not 
sufficient to ensure that the method step is performed by a computer. 

As far as the transformation, Bilski also says on page 28 "Purported 
transformations of manipulations simply of public or private legal obligations or 
relationships, business risks, or other such abstractions cannot meet the test because 
they are not physical objects or substances, and they are not representative of physical 
objects or substances." The transformation of data unrelated to the physical world is 
thus not sufficient. 

While claim 1 recites a particular machine, the preposition "with" is not sufficient 
to tie the method step to the particular machine. "With" can mean "alongside", or "in the 
presence of. " It does not specify that the action is done by the computer. The 
dependent claims do not remedy the problem. 

Claims 1-7 are not tied to a particular machine or apparatus nor do they 
transform a particular article into a different state or thing therefore, these claims are 
directed to subject matter that is non-statutory under § 101 . 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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7. Claims 55-60 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

As to claim 55, the purpose of the claim is to create a portfolio having a specified 
riskiness characteristic. As currently worded, the claim does not accomplish the 
purpose, thus one of ordinary skill would not be able to use it as intended. The following 
interpretation shows the gaps in the language that render the claim not enabled. 

Posit a desired portfolio of 100 units of Chrysler and 100 units of IBM. The claim 
recites obtaining a desired riskiness characteristic for this desired portfolio. Presume the 
user desires a riskiness characteristic of 83. In the next step, a predetermined portfolio 
is provided; say 100 units of GM and 100 units of AIG, with a predetermined riskiness 
characteristic of 35. 

The next step is to compare the desired 83 to the predetermined 35, and since 
83 is higher, determine how much of the predetermined portfolio (GM + AIG) must be 
purchased on margin so that a resulting portfolio has a riskiness characteristic of 83. At 
this point, the user has not been recited as owning anything else, so the resulting 
portfolio would consist only of what was purchased as the result of the purchase. Let's 
say that the determination says that 17 units of the predetermined portfolio (GM + AIG) 
purchased on margin will result in a portfolio of riskiness characteristic 83. In the last 
step, the user purchases 17 units of desired Chrysler and IBM on margin. Because this 
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is not the desired portfolio, the resulting riskiness characteristic has not been 
determined. A person of ordinary skill in the art at the time of the invention would not 
know how to determine risk for buying GM and AIG, and then use it to buy Chrysler and 
IBM, and hit the same riskiness characteristic. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 1 -6 and 55-60 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites purchasing a plurality of assets/rights/liabilities in order to create 
a resulting portfolio. The portfolio goes from zero assets to some allocation of assets 
upon purchase, yet the claim recites that this happens without modifying the allocation. 
If the plurality consists of two items, then unless the two items are bought 
simultaneously (under a coordinated definition of moment of purchase) the allocation 
will be modified from a fist allocation of zero, to a second allocation of a certain amount 
of the first item, to a third allocation of a certain amount of the first item and a certain 
amount of the second item. It is unclear how this could happen without modifying the 
allocation of the resulting portfolio. Dependent claims 2-6 fail to remedy the problem. 

As to claim 55, the above example of Chrysler, IBM, AIF and GM shows that the 
claim is unclear as to the relationship of the portfolios cited. Dependent claims 56-60 fail 
to remedy the problem. 
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The remaining claims listed are rejected as inheriting the problems cited. 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 1-3, 6, 7, 28-30, 33 and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent Application 2001/0042036 filed by 1/25/2001 by Sanders, 
in view of US Patent 6078904 filed 3/16/98 by Rebane and further in view of Rangen. 

Rangen refers to a quote from Stephen Thorlief Rangen, Securities Exchange 
Act Rel. No. 38486 (Apr. 8, 1977), 64 SEC Docket 731 , 736. It was quoted in footnote 
27 of Canady, Securities Exchange Act Rel. No. 41250 (April 5, 1999), which is 
provided to the applicant. 

As to claims 1, 7, 28, and 34, Sanders teaches a method for creating a portfolio 
of assets/rights and liabilities having a user specifiable riskiness characteristic for the 
portfolio in paragraph 16. An index is understood to consist of a plurality of 
assets/rights/liabilities as opposed to a single asset. Sanders teaches determining an 
amount of the desired portfolio that must be purchased in paragraph 16 as submitting 
an inquiry for a number of investment units. Sanders teaches a user specified riskiness 
factor in paragraph 16 as a leverage factor/share multiple. Sanders teaches a 
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computerized system, a graphical user interface on a computer (browser) and using an 
interface to a computerized trading system in paragraph 23 page 2. 

Sanders teaches a riskiness characteristic of a resulting portfolio matches a user 
specified riskiness characteristic in paragraphs 53-55. In the example, the user wants a 
riskiness/leverage factor often, thus a product with a riskiness/leverage factor often is 
purchased, resulting in a portfolio with a riskiness/leverage factor of ten. Purchasing a 
product based on a desired portfolio (underlying index) would not change the allocation 
of the desired portfolio itself, thus Sanders teaches without modifying an allocation of 
the plurality of assets/rights/liabilities. 

Sanders teaches purchasing the determined amount in paragraphs 16 and 53- 
55. Sanders teaches leveraged contracts but it does not clearly refer to buying on 
margin. Rebane teaches buying on margin (borrowed funds) as a known technique in 
col 10 lines 25-35. The Sanders Rebane combination does not teach the relationship of 
buying on margin to risk. Rangen teaches that buying on margin increases risk, and 
shows that the risk effects of buying on margin were known at the time of the invention. 
Since it was known to buy to match a riskiness characteristic (Sanders, paragraphs 53- 
55), and that buying on margin increases risk in known ways, it would have been 
obvious to combine the known elements. A person of ordinary skill in the art would have 
understood how to combine the elements, with predictable results and a reasonable 
expectation of technical success, such that the elements functioned as they did 
separately. The result of the combination would be to buy on margin in order to increase 
risk to match a user specified riskiness characteristic. It would have been obvious to a 
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person of ordinary skill in the art at the time of the invention to modify the Sanders 
Rebane combination to explicitly add an amount that must be purchased on margin and 
purchasing on margin in order to adjust the risk of a known product with the benefit of 
avoiding research on other products. Thus Sanders Rebane Rangen teaches an 
amount that must be purchased on margin. (Note that this paragraph replies to the 
applicant's argument using new grounds.) 

Further as to claims 7 and 34 Sanders teaches in paragraph 23 providing a 
predetermined portfolio of assets rights or liabilities (the list of investment products 
displayed to user). 

Further as to claims 7 and 34, Sanders teaches receiving a user specified 
riskiness characteristic in paragraph 16. The reception of such a characteristic would be 
the same action for a characteristic based on a single product or a characteristic based 
on a combination of the portfolio and a user's investment funds. 

Further as to claims 7 and 34, Sanders teaches a riskiness characteristic for a 
product, but does not teach a riskiness characteristic for a combination of assets such 
as a predetermined portfolio and the user's investment funds. Rebane teaches in col 33 
how to determine the risk of a combination of assets. It would have been within ordinary 
logic to modify Sanders, with predictable results and a reasonable expectation of 
success, to apply Rebane's known technique, to add receiving a user specified 
riskiness characteristic for the portfolio and a user's investment funds in order to allow 
the user to incorporate other assets into the risk determination. 
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Further as to claims 7 and 34, Sanders teaches purchasing an amount of the 
predetermined portfolio of the plurality of assets, rights, or liabilities with the user's 
investment funds in paragraphs 16 and 53-55. 

Further as to claims 28 and 34, Sanders teaches a computer in paragraph 23. 
Sanders does not explicitly teach a display and a user interface and a computer 
readable media having encoded thereon instructions. Rebane teaches a computer in 
Fig 4, which shows a display and a user interface and a computer readable media 
(memory) having encoded thereon instructions, and a processor. It would have been 
obvious to a person of ordinary skill in the art at the time of the invention to modify 
Sanders in view of Rebane to add a display and a user interface and a computer 
readable media having encoded thereon instructions, and a processor, in order to 
enable interaction with the programmed instructions. 

As to claims 2 and 29, Sanders teaches selecting by a user a riskiness 
characteristic (share multiple) of a desired portfolio of a plurality of 
assets/rights/liabilities in paragraph 16. 

As to claims 3 and 30, Sanders teaches a retail customer interface in the 
abstract. Sanders paragraph 114 says that this interface is in HTML. A person of 
ordinary skill in the art would understand that a customer interface in HTML would be a 
graphical user interface. 

As to claims 6, and 33, Sanders teaches entering a numerical value (see at least 
Figure 5, "customer picks a leverage factor between 5 and 20" and paragraph 93). 
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12. Claims 55-58 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent Application 2001/0042036 filed by 1/25/2001 by Sanders, in view of US 
Patent 6078904 filed 3/16/98 by Rebane in view of Rangen and further in view of US 
Patent Application 20030088489 filed 12/13/2000 by Peters et al. 

As to claim 55, Sanders teaches obtaining a desired riskiness characteristic for a 
desired portfolio of assets/rights/liabilities in Fig 5 and paragraph 93. Sanders teaches 
providing a predetermined portfolio of a plurality of assets /rights/liabilities having a 
predetermined asset allocation among the plurality of assets/rights/liabilities in 
paragraph 16 (index). 

Sanders does not teach providing a portfolio having a predetermined riskiness 
characteristic. Rebane teaches in col 33 how to determine the risk of a combination of 
assets. Thus applying the known technique of Rebane to Sanders prior to providing the 
portfolio, results in a portfolio with a predetermined riskiness characteristic. It would 
have been obvious to a person of ordinary skill in the art at the time of the invention to 
modify Sanders, with predictable results and a reasonable expectation of success, to 
add a portfolio with a predetermined riskiness characteristic, in order to match the risk 
tolerance of the user. 

Sanders does not teach comparing the riskiness characteristic obtained 
previously with the predetermined riskiness characteristic of the predetermined portfolio. 
Peters teaches comparing the riskiness characteristic obtained previously with the 
predetermined riskiness characteristic of the predetermined portfolio in paragraphs 93- 
94 and claim 1 . It would have been obvious to a person of ordinary skill in the art at the 
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time of the invention to modify Sanders to add comparing the riskiness characteristic 
obtained previously with the predetermined riskiness characteristic of the predetermined 
portfolio in order to see whether the risk was close to the user's desires. 

The Sanders Rebane Rangen combination teaches determining an amount of 
the predetermined portfolio that must be purchased on margin so that a resulting 
portfolio matches the desired riskiness characteristic and purchasing the determined 
amount of the desired portfolio of the plurality of assets/rights /liabilities as above (see 
claim 1). 

Claim 55 recites that if the desired riskiness characteristic is higher ... purchasing 
the determined amount on margin. Claim 56 recites that if the desired riskiness 
characteristic is lower, purchasing a determined amount of a low risk investment in 
combination with an amount of the predetermined portfolio. Sanders does not teach 
these elements. Peters teaches in paragraph 62 comparing the desired riskiness 
characteristic to the predetermined portfolio riskiness characteristic, and changing the 
investments in the portfolio to match the desired riskiness characteristic. Peters does 
not specifically teach buying on margin to raise the riskiness characteristic or buying a 
low risk investment to lower the riskiness characteristic. Rangen teaches that buying on 
margin increases risk. Rebane shows in col 33 and elsewhere formulas for determining 
the risk of loss from a portfolio. A person of ordinary skill would understand based on 
these formulas that adding a higher risk investment to a portfolio raises the risk of the 
portfolio, and conversely, adding a low risk investment to a portfolio lowers the risk of 
the portfolio. It would have been obvious to a person of ordinary skill in the art at the 
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time of the investment to modify the Sanders Rebane Rangen combination to add the 
claimed elements: if the desired riskiness characteristic is higher ... purchasing the 
determined amount on margin, and also if the desired riskiness characteristic is lower, 
purchasing a determined amount of a low risk investment in combination with an 
amount of the predetermined portfolio. The benefit would be to match the risk tolerance 
of the investor. 

As to claim 57, Sanders teaches selecting by a user a riskiness characteristic 
(share multiple) of a desired portfolio of a plurality of assets/rights/liabilities in paragraph 
16. 

As to claim 58, Sanders teaches a retail customer interface in the abstract. 
Sanders paragraph 114 says that this interface is in HTML. A person of ordinary skill in 
the art would understand that a customer interface in HTML would be a graphical user 
interface. 

13. Claim 4 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sanders in view of Rebane in view of Rangen as applied above, and further in view of 
Nolan (5,754,873). 

The Sanders Rebane Rangen combination does not specifically disclose a slider 
bar. However, Nolan discloses a graphical user interface for scaling a block of text 
which "scaling preference can be selected using a graphical control, such as a slider bar 
or dial" (see Column 9, Lines 58-67). It would have been obvious to one of ordinary skill 
in the art at the time of invention to incorporate the slider bar interface element of Nolan 
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into the investment system and method of Sanders in order to provide improved 
usability. 

14. Claim 59 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sanders 
in view of Rebane in view of Rangen in view of Peters as applied above, and further in 
view of Nolan (5,754,873). 

The Sanders Rebane Rangen Peters combination does not specifically disclose 
a slider bar. However, Nolan discloses a graphical user interface for scaling a block of 
text which "scaling preference can be selected using a graphical control, such as a 
slider bar or dial" (see Column 9, Lines 58-67). It would have been obvious to one of 
ordinary skill in the art at the time of invention to incorporate the slider bar interface 
element of Nolan into the into the combination of Sanders, Rebane, Rangen, and Peters 
in order to provide improved usability. 

15. Claims 5 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sanders in view of Rebane in view of Rangen as applied above, and further in view of 
Marks et al. (2001/0053944). 

As to claims 5 and 32, Sanders and Rebane in view of Rangen does not 
specifically disclose an arrow on a dial. However, Marks discloses a graphical user 
interface for navigating internet audio which includes dials with arrows on them (see at 
least Figure 1 ). It would have been obvious to one of ordinary skill in the art at the time 
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of invention to incorporate the dials with arrows interface elements of Marks into the 
combination of Sanders, Rebane, Rangen, in order to provide improved usability. 

16. Claim 60 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sanders 
in view of Rebane in view of Rangen in view of Peters as applied above, and further in 
view of Marks et al. (2001/0053944). 

As to claim 60, Sanders and Rebane in view of Rangen and Peters does not 
specifically disclose an arrow on a dial. However, Marks discloses a graphical user 
interface for navigating internet audio which includes dials with arrows on them (see at 
least Figure 1 ). It would have been obvious to one of ordinary skill in the art at the time 
of invention to incorporate the dials with arrows interface elements of Marks into the 
Marks into the combination of Sanders, Rebane, Rangen, and Peters in order to provide 
improved usability. 

Conclusion 

1 7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ann Loftus whose telephone number is 571-272-7342. 
The examiner can normally be reached on M-F 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Abdi can be reached on 571-272-6702. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AL 

/Kambiz Abdi/ 

Supervisory Patent Examiner, Art Unit 3692 



